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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Getty Petroleum Marketing Inc.,

Opposer,
OPPOSITION NO. 91178741

V. Serial No. 76/666,502

Lucas Oil Products, Inc.,

N N N N N N N Nt N’

Applicant.

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

Re:  Application Serial No. 76/666,502
Mark: LUCAS OIL
Applicant: Lucas Oil Products, Inc.
Filed: September 25, 2006
Published: February 6, 2007
International Class: 037
For: Vehicle Lubrication and oil change services.

LUCAS OIL PRODUCTS, INC.'S AGREED MOTION TO SUSPEND
PROCEEDINGS PENDING THE OUTCOME OF A CIVIL ACTION

Applicant Lucas Oil Products, Inc. (“Applicant”), by counsel, respectfully moves
pursuant to 37 C.F.R. §2.117(a) for a suspension of these proceedings before the Trademark
Trial and Appeal Board (“Board”). Applicant and Opposer Getty Petroleum Marketing, Inc.
(“Opposer”) are also parties to the civil action Lucas Oil Prods., Inc. v. OAO Lukoil et al., No.
06 CV 4650 (RMB) (the “Civil Action”), which is pending before the District Court, Southern

District of New York. Because the outcome of the Civil Action will have a bearing on the
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present Opposition, these proceedings should be suspended until after final determination of the
civil action.! Opposer has stipulated to the suspension requested herein.’
| 8 Procedural Background

On June 16, 2006, Applicant filed its Complaint in the Civil Action against Opposer (and
other defendants), a copy of which is attached hereto as Exhibit A. As characterized by
Opposer, the Complaint alleges that the marks LUKOIL and LUKOIL & Design, among others,
are confusingly similar to Applicant’s LUCAS OIL, and HI-PERFORMANCE LUCAS OIL
PRODUCTS INC. and Design marks. On November 6, 2006, Opposer filed an Answer denying
the allegations as set forth in the Complaint. An amended Answer and Counterclaim was filed
by Opposer on April 12, 2007, a copy of which is attached as Exhibit B. Opposer therein
challenges Applicant’s right to use LUCAS OIL. Following extensive discovery, the parties
have now agreed in principle to resolve the Civil Action and are in the process of exchanging
drafts of a settlement agreement.

On February 21, 2007, Opposer filed Opposition No. 91175791 against Applicant’s
Application No. 78/724,366 (filed September 30, 2005) for the mark LUCAS OIL, which
concerns many of the same factual and legal issues set forth in the Complaint and Answer and
Counterclaim. Those Opposition proceedings have been suspended pending final disposition of
the Civil Action, pursuant to the Board’s Order in that case dated April 18, 2007.

On August 3, 2007, Opposer filed the instant Opposition against Applicant’s Application

No. 76/666,502 (filed September 25, 2006) for the trademark LUCAS OIL, which concerns

! Applicant makes no statement as to the viability of Getty's Notice of Opposition or any
of the grounds for opposition stated therein, and therefore specifically reserves its right to
challenge Opposer’s Notice of Opposition by filing a motion to dismiss at the appropriate time.

? Opposer makes no statement as to the viability of Applicant’s civil action or any of the
allegations stated therein.



many of the same factual and legal issues set forth in the Complaint and Answer and
Counterclaim. In particular, Opposer’s Notice of Opposition alleges that Applicant is not
entitled to registration of the mark LUCAS OIL on various grounds.
IL. Suspension of These Proceedings is Appropriate in View of the Civil Action

Pursuant to the Trademark Rules, “[w]henever it shall come to the attention of the
Trademark Trial and Appeal Board that a party or parties to a pending case are engaged in a civil
action ... which may have a bearing on the case, proceedings before the Board may be

suspended until termination of the civil action . ...” 37 C.F.R. § 2.117(a).

Applicant and Opposer agree that the Civil Action involves numerous factual and legal
issues in common with the proceedings before the Board as described above, and that the Parties’
expected settlement of the Civil Action will dispose of all issues pending in the present

Opposition. Accordingly, the Board should suspend these proceedings until final determination

of the Civil Action.

Counsel for Opposer, David C. Lee of Akin Gump Strauss Hauer & Feld LLP, stipulated
to the suspension of this case on September 10, 2007.

I11. Conclusion

For the foregoing reasons, Applicant Lucas Oil Products, Inc. requests that the Board

grant its agreed motion for suspension of these proceedings.




Dated: é?f'/&mL.u H‘ LOOF

Respectfully submitted,

NSOV

Anthony Nimmo

Brian J. Lum

Ice Miller LLP

200 West Madison Street, Suite 3500
Chicago, Illinois 60606-3417
Telephone: (312) 726-1567
Facsimile: (312) 726-7102

Attorneys for Applicant
LUCAS OIL PRODUCTS, INC.




CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing LUCAS
OIL PRODUCTS, INC.'S AGREED MOTION TO SUSPEND PROCEEDINGS PENDING
THE OUTCOME OF A CIVIL ACTION has been served upon the attorneys for Opposer on
September 11, 2007, by depositing same in the United States Mail, first-class postage prepaid, in

an envelope addressed as follows:

David C. Lee

Akin Gump Strauss Hauer & Feld LLP
1333 New Hampshire Ave., N.'W.
Washington, DC 20036

One of the Attorneys for Applicant
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LUCAS OIL PRODUCTS, INC,,

Plaintiff, - . ¢ . | Civil Act

COMPLAINT

OAO LUKOIL, LUKOIL AMERICAS
HOLDING LTD., LUKOIL AMERICAS
CORPORATION, LUKOIL USA, INC. and
GETTY PETROLEUM MARKETING, INC,,

Defendants. - ' . . ' d JUk 1 6 2006

Plaintiff Lucas Oil Products, Inc. (“Lucas Oil”), for its .Cqmplalr e~agamst- B}e“}e ants*“

OAO Lukoil, Lukoil Americas Holding Ltd., Lﬁkoil Americas Corporation, Lukoil USA, Inc.
and Getty Pétroleum Marketing, Inc. (collective_ly, “Lukoil”), alleges as follows:

| _ NATURE OF ACTION

1. This is an é.ction for trademark iﬁfringement, unfair competition and dilution
under Sections 32 and 43(a), (c) of the Lanham Act, 15 U.S.C. §§ 1114 and 1125(a), (c), the

laws of the State of New York as provided for by New York General Business Law § 360-1, and

common law.

JU RISDICTiON AND VENUE
2. This court. has subject matter jurisdiction c;ver the claims for trademark
mfrmgement and unfair competltxon under Sections 32 and 43(a), (c) of the Lanham Act, as set
forth in Counts I-1II of thls actlon, under 15 U.S.C. § 1121 and 28 U.S.C. §§ 1331 and 1338

This Court has supplemental Jurlsdlctlon under 28 U.S.C. § 1367 over the New York General
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Business Law and common law claims set forth in Counts IV-V, because such claims arise from
the same or closely related conduct of Defendants.

3. This Court has personal jurisdiction over Defendants OAO Lukoil, Lukoil
Americas Holding Ltd., Lukoil Americas Corporation, Lukoil USA, Inc. and Getty Petroleum
Marketing, Inc. by virtue of, among other things, the fact that Defendants have done and
transacted, and continue to do and transact business in the State of New York and have sufficient
minimum contacts with the State of New York so as to foreseeably submit themselves to the
jurisdiction and process of this Court. Defendants Lukoil Americas Corporation and Lukoil
USA, Inc. are subsidiaries of Defendant Lukoil Americas Holdihg Ltd. whose foreign parent is
Defendant OAO Lukoil. Defendant Getty Petroleum Marketing, Inc. is a subsidiary of
Defendant Lukoil Americas Corporation. In addition, all or a substantial part of the events or

omissions giving rise to Plaintiff’s claims occurred in this District.

4. Venue is proper in this district by virtue of 28 U.S.C. § 1391(b) and (c) as to all of
the named Defendants in view of their actions set forth in the preceding paragraph, and is also
proper under 28 USC §1391(d) as to Defendant OAO Lukoil, which is an alien corporation
ofganized and residing in the Russian Federation,

THE PARTIES

5. Plaintiff Lucas Oil is a corporation organized under the laws of the State of
California, with its principal place of business at 302 North Sheridan Street, Corona, California
92880. Lucas Oil is in the business of manufacturing, selling and distributing lubricéting oils,

greases and other chemical products in the U.S. and overseas, including lubricants and additives

for the automotive and related industries.




6. On information and belief, Defendant OAO Lukoil is a company organized under
the laws of the Russian Federation, with its principal place of business at 11, Srentsky
Boulevard, Moscow 101000, Russia, OAO Lukoil is in the business of producing, refining and
selling crude oil and gas, petroleum products and petrochemicals, including lubricants and
additives for the automotive and other industries.

7. On information and belief, Defendant Lukoil Americas Holding, Ltd. is a
company organized under the laws of the State of Delaware, with its principal place of business
at 1500 Hempstead Turnpike, East Meadow, New York 11554, and is a subsidiary of or
otherwise related to Defendant OAO Lukoil. Lukoil Americas Holding, Ltd. is in the business of
producing and selling oil and gas, petroleum products and petrochemicals in this District and
throughout the U.S., including lubricants and additives for the automotive industry.

8. On information and belief, Defendant Lukoil Americas Corporation is a company
organized under the laws of the State of Delaware, with its principal place of business at 1500
Hempstead Turnpike, East Meadow, New York 11554, and is a’ subsidiary of or otherwise
related to Defendants Lukoil Americas Holding, Ltd. and/or OAO Lukoil. Lukoil Americas
Corporation is in the business of producing and selling oil and gas, petroleum products and
petrochemicals in this District and throughout the U.S., including lubricants and additives for the
automotive industry.

0. On information and belief, Defendant Lukoil USA, Inc. is a corporation organized
under the laws of the State of Delaware, with its principal place of business at 1500 Hempstead
Turnpike, East Meadow, New York 11554, and is a subsidiary of or otherwise related to

Defendants Lukoil Americas Holding, Ltd. and/or OAO Lukoil. Lukoil USA, Inc. is in the




business of producing and selling oil and gas, petroleum products and petrbchemicals in this
District and throughout the U.S., including lubricants and additives for the automotive industry.
10.  On information and belief, Defendant Getty Petroleum Marketing, Inc. is a
corporation organized under the laws of the State of Maryland, with its principal place of
business at 1500 Hempstead Turnpike, East Meadow, New York 11554, and is a subsidiary of or
otherwise related to Defendants Lukoil Ameficas Corporation and/or OAO Lukoil. Getty
Petroleum Marketing, Inc. is in the business of 'produéing and selling oil and gas, petroleum
products and petrochemicals in this District and throughout the U.S., including lubricants and

additives for the automotive industry.

FACTUAL BACKGROUND

LucAs O1L’S TRADEMARK RIGHTS

11.  Plaintiff Lucas Oil is a worldwide leader in the manufacture and sale of lubricants
and additives for the automotive and related industries, with offices in California, Florida,
Indiana and around the world, including Canada, Mexico, England, Italy, Australia and Taiwan.
Lucas Oil’s products are distributed throughopt North America, Europe and Asia, including
through “Lucas Oil Chahge Centers” in Taiwan. Lucas Oil manufactures the top-selling brand of
premium quality lubricants and additives in the U.S. consumer aftermarket and truck-stop
industries.

12, Lucas Oil was founded by Forrest Lucas, who began his career as a commercial
truck driver in 1970. Over the next 19 years, Lucas’ commercial trucking business grew into a
nationwide fleet of long-haul trucks, operating as Lucas Lines, Inc. and F.D. Lucas Nationwide
Distributions, Inc. To maintain his fleet of trucks, Lucas researched and formulated his own

heavy-duty lubricants and oil and fuel additives. Lucas’ additive products were formulated to




the highest quality standards and resulted in substantial improvements in performance and
equipment life over commercially available products.

13.  Forrest Lucas’ lubricants and additive products were so successful that he
eventually decided to sell them to the public, In 1989, Lucas sold his fleet of trucks.and formed
Lucas Oil Products, Inc. to concentrate on the manufacture and sale of his high-quality lubricants
and additive products. Since that time, Lucas Oil has grown into a worldwide company and has
expanded its line of premium additive products into the heavy duty, agricultural, marine, high-
performance racing and consumer automotive industries,

14.  Lucas Oil manufactures and sells a complete line of lubricants and additive
products for heavy duty commercial, high performance racing and consumer automotive engines
and vehicles, including oil additives, gear oils and other lubricating oils, motor oil, fuel additives,
power steering and transmission fluids and additives, hydraulic fluid, lubricants, greases and
surface polishes. Lucas Oil’s products are sold throughout the U.S. in various channels of trade,
. including national consumer aftermarket retail chains such as Advance Auto Parts, Autozone,
Genuine Parts Company - NAPA, O’Reilly Auto Parts, CarQuest, National Auto Parts, Pep Boys
and CSK Auto. Lucas Oil’s products are also sold through various retail and wholesale outlets,
including: truck stops; national férm implement dealers, such as Tractor Supply Co.; heavy duty
truck manufacturer dealer networks, such as International Truck and Kenworth; and national
catalog and Internet distributors including Prime Automotive Warehouse and Warren
Distribution; and through other dealers and distributors that are well known in the industry and to
the public.

15.  Since at least as early as 1989, Lucas Oil has continuously used the trademarks

LUCAS, LUCAS OIL and HI-PERFORMANCE LUCAS OIL PRODUCTS INC. and Design




(collectively, the “Lucas Oil trademarks”) in connection with its lubricants and additive products.
The trademarks LUCAS and LUCAS OIL are depicted on packaging and in advertisements
using a red & white scheme -- i.e. with red type on a white background or vice versa, either alone
or in combination with an oval or shield design, as exemplified by Lucas Oil’s Internet web site
“www.lucasoil.com” (Ex. A), Lucas Oil’s product brochures (Ex. B) and product packaging
(Exs. C-E).

16.  Lucas Oil is the owner of U.S. Trademark Registration No. 2,904,296 for the
mark HI-PERFORMANCE LUCAS OIL PRODUCTS INC. and Design, Application No.
78/717,869 for the mark LUCAS, filed September 21, 2005, and Application No. 78/724,366 for
the mark LUCAS OIL, filed September 30, 2005, used in connection with:

[N[on-chemical motor oil additive, gasoline additive, diesel fuel additive, power

steering fluid additive and transmission fluid additive; lubricating gun oil and hub

oil, air tool lubricant and fifth wheel trailer lubricant, chain lubricant and greases.
Registration No. 2,904,296 was duly and legally issued, and is valid and subsisting. A true and
accurate copy of this registration is attached as Exhibit F. Both applications are presently
pending before the United States Patent and Trademark Office.

17. Lucas Oil has promoted and advertised its lubricants and additive products
eﬁtensively in connection with its trademarks LUCAS, LUCAS OIL and HI-PERFORMANCE
LUCAS OIL PRODUCTS INC. and Design (collectively, the “Lucas Oil Trademarks”), and
Lucas Oil’s red & white scheme or trade dress. In particular, Lucas Oil is a well known sponsor
of many sports teams and sporting events. Lucas Oil is the owner of the naming rights for the

new football stadium under construction in downtown Indianapolis for the National Football

League’s Indianapolis Colts franchise -- now named “Lucas Oil Stadium.”




18.  Lucas Oil sponsors numerous racing series, racing teams and drivers in a wide
variety of motor sports, including sponsorship of the NHRA Lucas Oil Drag Racing Series, the
Lucas Qil IHBA Drag Boat Racing Series, the Lucas Oil Late Model Dirt Series for dirt track
racing, the CORR Lucas Oil Series for off-road racing, and the Lucas Oil Pro Pulling League
tractor pulling competition. Lucas Oil is also the owner of the Lucas Oil I-10 Speedway in
Blythe, California for short track stock car racing, and the Lucas Oil Speedway in Wheatland,
Missouri for dirt track racing.

19.  Lucas Oil is a prominent sponsor of various nationally broadcast radio and
television shows, including the “Dave Nemo and The Road Gang Show” on satellite radio, the
“Gene Williams Country Television Show,” and the “Lucas Oil On The Edge” and
“SpeedFreaks” television shows on the Speed channe!.

20.  Lucas Oil advertises in a wide variety of media, including: newspapers, such as
“USA Today,;” periodicals, such as “National Dfagster,” trade journals, such as “LandLine” and
“Road King,” print and electronic newsletters, and other media well known in the industry and to
the public. In addition, Lucas Oil promotes its goods and services extensively, including through
participation in trade shows, product fairs and trade organizations, providing tours and training
seminars, and the distribution of promotional items.

21.  Lucas Oil further advertises its goods and services on its Internet web site
“www.lucasoil.com.” In addition to describing Lucas Oil’s various products and promotional
activities, the web site also features an online store for the purchase of jackets, shirts, hats and
other accessories bearing the Lucas Oil Trademarks and Lucas Oil’s red & white trade dress.

22, Since 1989, Lucas Oil has spent tens of millions of dollars for advertising and

promotion of its lubricants and other additive products in connection with the Lucas Oil




Trademarks and Lucas Oil’s red & white trade dress. In 2005 alone, Lucas Oil’s annual
advertising and promotional expenditures were in excess of $10 million resulting in sales of over
$100 million.

23, By reason of Lucas Oil’s extensive advertising and promotion, and the high
quality and performance standards of its products, the Lucas Oil Trademarks and Lucas Oil’s red
& white trade dress have become extremely well known in the industry and to consumers, have
acquired substantial and valuable goodwill, and are distinctive of Lucas Oil’s lubricants and
additive products, such that the industry and consumers automatically associate the Lucas Oil
Trademarks and the red & white trade dress with Lucas Oil.

24, By virtue of Lucas Oil’s lengthy and substantial promotion and provision of
goods and services in connection with the Lucas Oil Trademarks and the red & white trade dress,
" each of those trademarks and trade dress are famous and an asset of substantial value to Lucas
Oil.

LUKOIL’S UNLAWFUL CONDUCT

25.  On information and belief, Defendants OAO Lukoil and its subsildiafies Lukoil
Americas Holding Ltd., Lukoil Americas Corporation, Lukoil USA, Inc. and Getty Petroleum
Marketing, Inc. (collectively, “Lukoil”), are in the business of producing and refining crude oil
and gas into petroleum products and petrochemicals, including lubricants and additives for the
automotive industry. Defendant OAO Lukoil was founded in April 1993 from the privatization
of the former state-owned oil concern LangepasUraiKogalymneft, in the course of the Russian
Federation’s economic transition from the USSR. Lukoil is presently the sixth largest oil
company in the world as measured by oil production, and does business mainly in Russia, the

Commonwealth of Independent States (CIS) and Eastern Europe.




26.  On information and belief, Luk:oil first entered the U.S. market for automotive
lubricants and additives when Defendant OAO Lukoil’s acquired Getty Petroleum Marketing,
Inc. in December 2000 -- long after Forrest Lucas founded Plaintiff Lucas Oil. At that time,
Getty Petroleum Marketing, Inc. operated approximately 1400 gasoline service stations in the
Northeast and Mid-Atlantic states. At present, Lukbil operates approximately 2000 gasoline
service stations located in 13 different states, including in the State of New York and in this
District.

27.  On information and belief, in May 2003 Lukoil began rebranding the gas stations
it acquired to the LUKOIL brand, starting in New York. ’l;he rebranded gas stations are painted
in a red & white scheme that prominently features the mark LUKOIL in red type on a white
background and vice versa. An example of a LUKOIL brand gas station is depicted on the
Lukoil Internet web site at “http://www.lukoilamérica's.com/rebranding.htm” and is shown in
Exhibit G. Lukoil’s rebranding efforts are ongoing.

28..  On information and belief, the LUKOIL brandgas stations have sold and continue
to sell lubricants and additives for heavy duty and consumer automotive engines and vehicles,
including LUKOIL brand lubricants and additive products. Packaging for Lukoil’s lubricants
and additive products prominently features the mark LUKOIL in a red & white scheme, with red
type outlined in white. An example of the packaging for LUKOIL brand lubricants and additive
products is depicted on the Lukoil Internet web site at
“http://www.lukoilamericas.com/LukMToil.htm” and is shown in Exhibit H.

29.  On information and belief, Lukoil has sold and is in the process of expanding the
marketing, distribution and sale of its LUKOIL brand lubricants and additive products to national

consumer aftermarket retail chains and other wholesale and retail outlets, such as truck stops and




auto parts and service outlets, including to those retail chains and other outlets that sell Lucas
Oil’s lubricants and additive products.

30.  On information and belief, because Lukoil has recently entered into the U.S.
market and only lately has begun the process of febranding its gas stations, consumers and the
public are unfamiliar with Lukoil’s goods and services, and the Lukoil Marks and Lukoil’s red &
white scheme have acquired little recognition and goodwill. Thus, consumers and the public
encountering Lukoil’s gas stations associate Lukoil and its Lukoil Marks and red & white
scheme with unbranded, generic products of lesser quality.

31.  On information and belief, Lukoil is the owner of pending U.S. Trademark
Application Nos. 76/388,904 for the mark LUKOIL (filed 3/29/02), 76/388,903 for the mark
LUKOIL and Design (filed 3/29/02), 78/749,579 for the mark BIG LUKE LUKOIL I CARS and
Design (filed 11/8/05) and 76/388,906 for the mark LUK and Design (filed March 29, 2002).
Each of these marks is intended for use in connection with various goods, including:

Non-chemical motor oil additives; non-chemical gasoline additives; propane gas

sold in tanks for home use; lighter fluid; refrigeration oils; process oils; refined

petroleum base stocks; Naphtha kerosene; diesel fuel (low sulfur); motor oil;

crude oil; agricultural oils; cutting oils; circulating oils; insulating oils; industrial

oils, namely refrigeration oils; oils for use in compressors and turbines; industrial

and automotive oils in the nature of process oils, turbo oils and heat transfer oils.

32. On information and belief, Lukoil is also the owner of pending U.S. Trademark
Application Nos. 75/477,106 for the mark LUKOIL (filed 4/27/98), 75/475,100 for the mark
LUKOIL and Design (filed 4/27/98) and 75/475,107 for the mark LUK and Design (filed
4/27/98). Each of these marks is intended for use in connection with various goods, including:

Dust laying and absorbing composition for use on unpaved roads, petroleum

based dust absorbing composition for use in road building and dustlaying; diesel

fuels; fuel for aircraft and ships; oil fuel; gasoline fuel for motor vehicles; fuel

with an alcoholic base for industrial purposes; industrial purpose; industrial oils;
general purpose greases; automotive greases; non-chemical additives to motor
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fuel; cutting oils for industrial metal working; and lubricating grease for industrial
use

33, On information and belief, Lukoil advertises its goods and services in connection
with the marks LUKOIL, LUKOIL and Design, BIG LUKE LUKOIL I CARS and Design, LUK
and Design (collectively, the “Lukoil Marks™), and using a red & white scheme, in a variety of
media, including in print and the Internet. Further on information and belief, Lukoil has
sponsored and continues to sponsor auto racing teams and drivers, including in racing events
where Lucas Oil sponsored racing teams and drivers are participants.

34, On information and belief, Lucas Oil and Lukoil sell their respective products to
the same conSumers, and are direct competitors in the manufacture and sale of lubricants and
additives for heavy duty and consumer automotive engines and vehicles.

35, On information and belief, the Lukoil Marks and red & white scheme used on
Lukoil’s gas stations and packaging, is confusingly similar to Lucas Oil’s trademarks LUCAS,
LUCAS OIL and HI-PERFORMANCE LUCAS OIL PRODUCTS INC. and Design, and Lucas

Oil’s red & white trade dress.

36.  On information and belief, Lukoil adopted the Lukoil Marks and the red & white
scheme used on Lukoil’s gas stations and packaging for the purpose of trading upon the goodwill
in the Lucas Oil Trademarks and Lucas Oil’s red & white trade dress.

COUNT I
(Federal Trademark Infringement, 15 U.S.C. § 1114)
37.  Lucas Oil hereby repeats and incorporates by reference Paragraphs 1-36 as if fully

restated herein. Count I is a claim for federal trademark infringement under Section 32(1) of the

Lanham Act, 15 U.S.C. § 1114(1).
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38.  Lucas Oil’s federally registered trademark HI-PERFORMANCE LUCAS OIL"
PRODUCTS INC. and Design is a valid and protectible mark.

39.  Lukoil’s adoption, use and applications for registration of the marks LUKOIL,
LUKOIL and Design, BIG LUKE LUKOIL I CARS and Design, LUK and Design, particularly
in connection with gas station services and automotive lubricants and additives, are likely to
cause confusion, mistake or deception among consumers as to the origin of Lukoil’s goods and
services sold under such marks, or to cause consumers to mistakenly believe that there is a

connection, affiliation or sponsorship between Lukoil’s goods and services and those of Lucas

Oil, all to the detriment of Lucas Oil.

40.  Lukoil’s adoption, use and applications for registration of the marks LUKOIL,
LUKOIL and Design, BIG LUKE LUKOIL I CARS and Design, LUK and Design constitute an
infringement of Lucas Oil’s exclusive rights in Lucas’ Oil’s trademark HI-PERFORMANCE

LUCAS OIL PRODUCTS INC. and Design, in violation of Section 32(1) of the Lanham Act, 15

U.S.C. § 1114(1).

41.  Asadirect result of Defendant’s actions, Lucas Oil has been or is likely to be
injured by Lukoil’s conduct by direct diversion of sales from Lucas Oil to Lukoil and by a
lessening of the goodwill and business reputation associated with Lucas Oil and its products,

causing irreparable harm to Lucas Oil’s goodwill, for which monetary damages are not adequate

or readily calculable.

42.  Unless enjoined by this Court, Lukoil’s aforesaid conduct will continue to cause

further irreparable injury to Lucas Oil, for which Lucas Oil has no adequate remedy at law.

12




COUNT I
(Federal Unfair Competition, 15 U.S.C. § 1125(a))

43.  Lucas Oil hereby repeats and incorporates by reference Paragraphs 1-42 as if fully
restated herein. Count II is a claim for false designation of origin and unfair competition under
the Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).

44.  Lukoil promotes and advertises in commerce goods and services in connection
with the Lukoil Marks and a red & white scheme that are identical of related to the goods and
services offered by Lucas Oil in connection with the Lucas Oil Trademarks and Lucas Oil’s red
. & white trade dress.

45.  Lukoil’s advertisement and promotion of its goods and services in connection
with the Lukoil Marks and a red & white scheme that are the same or confusingly similar to the
Lucas Oil Trademarks and Lucas Oil’s red & white trade dress constitutes a violation of § 43(a)
of the Lanham Act, in that Lukoil is using a deliberately false designation of origin, false or
misleading description of fact, or false or misleading representation of fact which is likely to
cause confusion, mistake or deception as to the source, sponsorship or approval of Lukoil’s and
Lucas Oil’s respective goods and services, and as to Lukoil's affiliation, connection or
association with or certification by Lucas Oil.

46.  Lukoil has irreparably injured and will likely continue to injure Lucas Oil by
diminishing Lucas Oil’s reputation with the public and its customers, and fhe goodwill in the

Lucas Oil Trademarks and Lucas Oil’s red & white scheme, for which Lucas Oil has no adequate

remedy at law.
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COUNT 111
(Federal Trademark Dilution, 15 U.S.C. § 1125(c))

47.  Lucas Oil hereby repeats and incorporates by reference Paragraphs 1-46 as if fully
restated herein. Count III is a claim for dilutioﬁ under Section 43(¢c) of the Lanham Act, 15
U.S.C. § 1125(c).

48.  As a result of Lucas Oil's prominent use and promotion of the Lucas Oil
Trademarks and.Lucas Oil's red & white trade dress, each of these marks and trade dress has
acquired a high degree of distinctiveness and fame in connection with Lucas Oil’s goods and
services, including premium quality lubricants and additives.

49.  On information and belief, long after the Lucas Oil Trademarks and Lucas Oil's
red & white trade dress had become famous, Lukoil adopted and began using in the U.S., without
authorization, the Lukoil Marks and a red & white scheme which are substantially similar to the
Lucas Oil Trademarks and Lucas Oil's red & white trade dress.

50. On information and belief, Lukoil uses the Lukoil Marks and .a red. & white
scheme in connection with its gas station services and automotive products, including gasoline,
lubricants and additives. Because of Lukoil’s recent entry into the U.S. market, the Lukoil
Marks and Lukol’s red & white scheme have acquired little recognition and goodwill, éuch that
consumers and the public associate Lukoil’s gas stations and the Lukoil’s Marks with unbranded,
generic products of lesser quality.

51, On information and belief, Lukoil’s use of the Lukoil Marks and a red & white
scheme in connection with generic products has caused and will continue to cause diminishment

of the reputation and commercial value of the Lucas Oil Trademarks and Lucas Oil's red & white
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trade dress, through consumers’ and the public’s improper association of Lukoil’s generic goods
with Lucas Oil.

52.  On information and belief, Lukoil was aware of the Lucas Oil Trademarks and
Lucas Oil's red & white trade dress and wilffully adopted and began using the Lukoil Marks and
ared & white scheme with the intent to trade upon the reputation and goodwill of the Lucas Oil
Trademarks and Lucas Oil's red & white trade dress. Lukoil's use in commerce of the Lukoil
Marks and a red & white scheme has caused and 'wil] continue to cause the dilution of the
distinctiveness and reputation of the Lucas Oil’s trademarks and trade dress in violation of
Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).

53. Lukoil’s unlawful activities described herein have caused and, unless enjoined by
this Court, will continue to cause irreparable damage to Lucas Oil, and to the distinctiveness,
reputation and goodwill in Lucas Oil’s trademarks and trade dress, for which Lucas Oil has no
adequate remedy at law.

COUNT 1V
(State Law Trademark Dilution - N.Y. Gen. Bus. Law § 360-I)

54.  Lucas Oil hereby repeéts'and incorporates by reference herein the allegations in
paragraphs 1-53 as if fully set forth herein. Count IV is a claim for dilution under N.Y. Gen.
Bus. Law § 360-1.

55.  On information and belief, Lukoil’s aforesaid actions constitute dilution of the

distinctiveness and reputation of Lucas Oil trademarks and Lucas Oil’s red & white trade dress
i‘n violation of New York Gen. Bus. Law § 360-1.
56.  Lukoil’s unlawful activities described herein have caused and, unless enjoined by

this Court, will continue to cause irreparable damage to Lucas Oil, and to the distinctiveness,
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reputation and goodwill in Lucas Oil’s trademarks and trade dress, for which Lucas Oil has no
adequate remedy at law.
COUNT YV
(Common Law Unfair Competition)

57.  Lucas Oil realleges and incorporates by reference herein the allegations in
paragraphs 1-56 as if fully set forth herein. Couni V is a claim for unfair competition under the
common law of New York.

58.  Lukoil’s aforesaid-actions in advertising and promoting its goods and services in
connection with the Lukoil Marks and a red & white scheme that are the same or confusingly
similar to the Lucas Oil Trademarks and Lucas Oil’s red & white trade dress, with the intent to
misappropriate and trade off of the reputation and goodwill in the Lucas Oil Trademarks and
Lucas Oil’s red & white trade dress, constitute unfair competition under New York common law,

59, Upon information and belief, unless enjoined, Lukoil will continue the aforesaid
conduct which has caused, and will continueA to cause, irreparable injury to Lucas Oil in
deliberate violation of the rights of Lucas Oil, for which Lucas Oil has no adequate remedy at

law.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff Lucas Oil Products, Inc. respectfully requests the following
relief:

A. That this Court enter a judgment in favor of Lucas Oil and against Defendants
OAO Lukoil, Lukoil Americas Holding Ltd., Lukoil Americas Corporation, Lukoil USA, Inc.
and Getty Petroleum Marketing, Inc. for trademark infringement, unféir competition, deceptive

business practices and false advertising under the Lanham Act, 15 US.C. §§ 1114(1) and
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1125(a), undgr New York General Business Law §§ 349, 350, and 360-1, and under common
law;

B. That Defendants, their officers, directors, agents, servants, employees, successors,
assigns, parents, subsidiaries, affiliated and related companies, attorneys and all those controiled
by, or in active concert or participation with Defendants, be preliminarily and permanently
enjoined and restrained from:

i using the marks LUKOIL, LUKOIL and Design, BIG LUKE LUKOIL I
CARS and Design, and LUK and Design;

ii. doing any other act likely to confuse, mislead or deceive others into
believing that Defendants or their products and services are affiliated with, connected with,
sponsored by, or approved by Lucas Oil;

C. That this Court issue an Order canceling any federal trademark registration that
Defendants have or can obtain for the trademarks LUKOIL, LUKOIL and Design, BIG LUKE
LUKOIL I CARS and Design, and LUK and Design

D. That Defendants be required to account for and pay .such damages as Lucas Oil
has sustained in consequence of Defendants’ infringement, unfair competition, deceptive
business practices and false advertising, including, but not limited to, all gains, profits and
advantages derived by Defendants from such acts, actual damages, Defendants’ profits, and such
other damages as determined by this Court;

E. That Defendants be Ordered to pay Lucas Oil treble damages due to the knowing
and willful nature of Defendants’ acts of false advertising and unfair competition under 15

U.S.C. § 1117.

F. For punitive damages under the laws of the State of New York;

17




G. That this Court enter a judgment that this is an exceptional case under 15 U.S.C. §
1117, entitling Lucas Oil to its reasonable attorneys’ fees; and

H. That this Court grant such other and further relief to Lucas Qil as the Court deems
just and proper.

JURY DEMAND

Plaintiff, Lucas Oil Products, Inc., demands a trial by jury on all matters and issues
triable by jury.

Dated: New York, New York
June 16, 2006

JAFFE & ASHER LLP

o B ). o

Ira N. Glauber (ING 8383)
600 Third Avenue

New York, NY 10016
Telephone: (212)-687-3000
Fax: (212) 687-9639

Anthony Nimmo

Brian J. Lum

ICE MILLER LLP

200 West Madison Street, Suite 3500
Chicago, IL 60606-3417

Telephone: (312) 726-1567
Facsimile: (312) 726-7102

Michael A. Wukmer

ICE MILLER LLP

One American Square, Suite 3100
Indianapolis, IN 46282-0600
Telephone: (317)236-2100
Facsimile: (317) 236.2219

Attorneys for Plaintiff
LUCAS OIL PRODUCTS, INC.

18




EXHIBIT A




cccw\dﬁ\m \Ecc —.WCUGC-— \KEKKV\\.ffr—

REFLLLCLEE L

sajang sovanj

burorporzus

(AT

[IBW?d JNOA| 900¢ ‘0€ Aew

Buizey >oeiL Q

s AR

7

TYAN o0

' s AR - _ v




900¢/0L/S

AGn ¥

JWOU [ LOSBOL | mam// iUy

"$5301S ind pue s01S Alope4 ‘spsyipol-g ‘s,8 a4nbld mepnQ
‘spayipo Aempasds 10 SN ay3 yUM BUO|e SIPPOW 33T VYON
Pue vy 3y} a1mesy jim 6uides jo Jybiu siy L -au1 ‘siaysliqngd
Aunwwo) ‘Auedwod juased sy pue ssald 9944 ~ pjesaH Jdeajjog
3y} Aq pasosuods aq jjim wesboud ybiu Suiuado sy, sHoed ).
Hiq jo puowelg 3y, 1e ybu uado se Y31 aunc ‘Aepinjesg
pajeis mou aAeYy s|eRIYo Aempaads |10 seanT - 9002 ‘9z Ael

9jeq buiuado

S DU VT D T ST DU
O ‘puEpesym
4 - o.ﬂwA&ﬂﬂhﬁﬁmﬂ. R
JYOW avIy s o
O VT
"Pnpoud jealb ay3 10j SyueY L "JBUIRIUOD UNOA UO Jabie] SpioM Jy]

2w noA jeyj 3sobbns | jAjSjeipawwl paxdom 3] jjjouob wajqold -

9Pl B JOJ JUSM pue Ing pjo ayj ojul J1 painod ‘auioy jusm I “Xi4 Foos oo mh G
uoissjwisues] seont 3ybnoq I ‘oS “SHIOM 3UO SIUI Ji APRInb mouy )
ILI 3se9] Je ‘wuwy °, 2jeipawiwl Ajjensn ale s)Insal, pawied puelq v @
3UQ ¢OP [ Op JeyMm ‘oS "way) 10§ uibiew 3saybiy ay3 yum auo sy ¥an7 I
puswiwodal ay] 199 sAemje [ asnedaq saAojdwa ue Bupise snay £
J0u pip I pue ‘sjaqe| ay3 Jo J|e pead ] ‘aoeds JSYS jO 1994 |BI9ADS ,,Vah%,wuﬂi

13A0D SOAINPPE UOISS|WISUEI] JO 1aquinu 8yl jMOM , ‘Waqo.d
8Y3 aA[0s 03 196 ued T jJeym 23S pue 3103S SUOZ0INY BY3 03 Ul
do3s |1 3Y6noys [ "9ALP pue pig Jo Ino pue ojul Bupyiys Buunp

Jannys 03 Huipels sem uolssiwsuel} auqesat WIng Z66T AN Vi
21qesS9T £6, Ul XIJ SURi) Sasn Ynwuspury Apuey _mco_umfwwﬁwwww
ailqess] ;

Z6, Ul X13J Suel] Sosf) JIniuopuri Apuey




*

900U/

. - ASn v

pPaJleol 19pazauady ‘ueltl UBSSIN IO SEONT Mau SiYy Ul "SnusA
awes ay] e 1duado uosess sauas Gupey 1O SBINT YHO0D 9002
Sypuajaam siyy 104 uoeledausd u) Aepol Aemadey Aemadey peoy
-40 [eUORRUIIUT BISIA BINYD e sdej Jo Jaquinu e u} 3nd ‘saitas
T-0ld Yd0D bulpuasep ay3l ‘sapazauay 1) - 900Z ‘ST Aen

23SIA BjNyD Ul UOROE JU0D
SpUSooM SIY] 10j Soledaiq Jopazouay [He)

TIOKW avIu4

‘900z Ul SSO| punoJ 3sdy B JNOYUM £7 JO SIUaAd Jybia 1aye
suopesado bupeds Buuiewal 0M] 35| SYJ SB JUSAS 3Y] palajus

pey swea} yjoq ‘Ajjeatuod] "jaxol] alueld| ‘Japes) syutod any |

doj apeyamod ViHN 1suiebe Aemadey [ied] |euonep le sjeuoijeN

2JoUBULIOLIDG JBIUO [2nuue puzp ay) Je jjey jdniqe ue 0] awed
$9SS302NS punad 1s4y Jo burns ,seon uebliol - 900T ‘22 AeW s

paddeus yjeons punoy 3s4id ,seon |

JHOKW avadd

~126u0| ou wiy papnje

aoe|d 3su1) ‘dn-33s ay3 ul bulelp pue 900¢ 404 [9SSAA He dyi- Jo
-93e1s mau puelq e Bulpjing 193y "yoead jo Ino isnf aq 03 pawass

sAemje jJods do} aaisn|a 3eu3 Ing saysiuy wnipoed pue sunt 6uoJls |

SIY anuRuUol 196IN Mes 500z “sAem Buiuuim pue Juids aaRizsdwod

siy 103 uoneindal e pey sAemje sey 3ooH {36IN - 900Z ‘v Aew i

3{O0H [9bIN 10} 3O SAed }1OM pieH

RIOKW avIu ¢

\Eﬁcﬁc‘m«w‘:‘_—.é\\“gz

e o~ -




YUUC/UL/S

\ECC.—mCV.GC—.-—.E\\uEHr—

~AGn v

paalasay syby IV
"oul ‘sponpodd j10 seosn §00Z © WblAdo)

WSMON SI0RN

JYON AvIU ¢

*|9X01 ] SUCIDW ‘19ped|

sjutod jang doj wyHN 03 buljle} 310joq sjeuy-iwas o) Bupueape
psemJto) ssaxd seonT uebuop ‘pjo Jeak-zz mes uoouldaye

343 JO Ippiw 3yl |Iun Aembelq BlueRY JB S|RUCIIEN UJSUIN0S gl

Bupey Jwwng |[eRuue Yigz oyl JO JUILUIDUIWIWIOD 3Y3 Ul Aejop & o

e pasned yoiym sJaMoys ujed Buiutow sydsag - 9002 ‘g Ae
ejuenv g
Ul 4SIUl] SJeulj-iuas 03 sooey seon Aopn |

FAOKW avIud

*s(ieqyos se 6ig se uIp Jo SHUNYD pue SHdol

Y3Im S20UDj pue sjjem ay3 pajiad Jey3 sapljs Jomod 330] 03 20|
buiIndaxe pue ‘asnoy e se ybiy se duidwn( “inoy sad sajiwl Qo1
Jeau spaads Bumity ‘8sanod 3w~/ 41 Jing~-asodind ay3 punole

'OHJ AGN]

wo¥

»

{




EXHIBIT B




PERFORMANCE

S Lo\ O

i,

[

1009604

4



cl
\ ) oxtends oll life by
 wifferentlal to stop wean,
ucas Heavy Duty Oll Stah
t Is. pure petroleum, it si
iven synthetics.

Product USA INT"L UsA Cases Per
Number Size Size Weight - 3 Pallet

10001 {Quart " 946 ml : 70 Cases

1000 FLitres. 330k 60 Cases

ure Synthetic oll Stabilizer |s
uires synthetic olls or an
ance. Also, can be used to
1 Performance transmiissio
heat and wear in motorcy
aln ccgmonents.
0 i

11.3 kg
18.0 k

10003 12X1 1 Quant 046 mi i |

10013 4X1  faGallon  3.786 Litre I 5.0 60 Cases
10020 24X1 59501 155 mi X 224 Casos
Winter Blend

6X1  1/2 Gallon 189 mi i3 65 Cases

erformance Enhancer!

16S more Boost than most
n sensors and catalytic
iula therefore it is not

: Number Sixe ‘Size Welght Walght

10026 15 oz, 444 ml 14 Ibs 6.38 kg




3 tsor  Sskml
121 1quan sdsmi

Product Per
Number Case Slze

12X{ 240z,

Product
Numiber

Per
Cases

itk M
20 tearay OF

| Product  Per  USA INT'L
jNumber Case _Sizo  Size

;710076 " 4X{ 1 Gallon 3.786 LitFes




Welgtit

L
Welght

8.9k
14 kg




LRV

O PRARKIY
e

the

. A SYNTHETIC
wikEieed B T : Sw2Q

'1o Plus 20700 :
80 Plus 10044  12X1 1§
20/50 Plus 20300

INT'L
Size
946 mi

Weight ,
s 11.3kg 70 Cases |

 Quart




Cases Por-
Pallet

ghest quality oiis: and speclal
Jipment owners réduced down.
nt:life. It meets and exceeds
powershift transmiissions,
slutch applications. Itis a
smilssion/hydraullé fluld
ower drlven“ﬁ

AINTLTTURR TN
Size Welght Wo_l_g'!lt

150




ox. Ex .
hold use. it does not conta n
harmful solvents. '

28204rgantla Rd., Unit 3
Misslssauga, ON L5N 8G.
Phone 905-819-1882 + Fax 905-81

Wil Puma Pamacde awid 1168 08D 090 anss




Sportsman Lucas Qil
sportsman competmon
e s h

" trucks, bombel‘s
"'“é‘ sportsman, and




EXHIBIT C




S

o
Ju
5




EXHIBIT D







EXHIBIT E







EXHIBIT F




Int. Cl.: 4
Prior U.S. Cls.: 1, 6 and 15 |

wor o _ Reg. No. 2,904,296
United States Patent and Trademark Office  Registered Nov. 23, 2004

TRADEMARK
PRINCIPAL REGISTER

PERFORMANCE

OIL PRODUCTS 4
. INC.

1)

’

LUCAS OIL PRODUCTS INC. (CALIFORNIA  FIRST USE 7-0-1989; IN COMMERCE 7-0-1989.
CORPORATION)

302, NORTH SHERIDAN STREET '

CORONA, CA 928802067

FOR: NON-CHEMICAL MOTOR OIL ADDITIVE,
GASOLINE ADDITIVE, DIESEL FUEL ADDITIVE,
e G
T. I ' : .
ING GUN OIL AND HUB OIL, AIRE,TOOL LUBRI- SBR. NO. 76-517,672, FILED 5-5-2003,

CANT AND FIFTH WHEEL TRAILER LUBRICANT, '
CHAIN LUBRICANT AND GREASES, IN CLASS 4
(US. CLS. 1,6 AND 15). GEORGIA CARTY, E?(AMINING ATTORNEY

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "OIL PRODUCTS INC", APART
FROM THE MARK AS SHOWN.
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AKIN GUMP STRAUSS HAUER & FELD LLP
590 Madison Avenue

New York, New York 10022

(212) 872-1002

Elaine M. Laflamme (EL 7200)

Robert A. Johnson (RJ 6553)

Attorneys for Lukoil Americas Holding Ltd.,
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and Getty Petroleum Marketing Inc.

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

LUCAS OIL PRODUCTS, INC,, No. 06 CV 4650 (RMB)

Plaintiff,
ECF CASE
v.

OAO LUKOIL, LUKOIL AMERICAS
HOLDING LTD., LUKOIL AMERICAS
CORPORATION, LUKOIL USA, INC. and
GETTY PETROLEUM MARKETING, INC.

Defendants.

AMENDED ANSWER AND AFFIRMATIVE DEFENSES OF LUKOIL
AMERICAS HOLDING LTD., LUKOIL AMERICAS CORPORATION,
LUKOIL USA, INC. AND GETTY PETROLEUM MARKETING INC.
AND COUNTERCLAIMS OF GETTY PETROLEUM MARKETING INC.
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Defendants Lukoil Americas Holding Ltd. (“LAH”), Lukoil Americas Corporation
(“LAC”), Lukoil USA, Inc. (“LUI”) and Getty Petroleum Marketing Inc. (“Getty”), by and
through their undersigned counsel, answer Plaintiff’s Complaint as follows:

1. LAH, LAC, LUI and Getty admit the allegations in paragraph 1 of the Complaint.

2. LAH, LAC, LUI and Getty admit the allegations in paragraph 2 of the Complaint.

3. LAH, LAC, LUI and Getty deny the allegations in paragraph 3 of the Complaint,
except admit that OAO Lukoil is an indirect foreign parent of LAH, LAC, LUI and Getty. LAH,
LAC, LUI and Getty further aver that LUI and Getty transact business in the State of New York,
and that Getty is a subsidiary of LAC.

4, LAH, LAC, LUI and Getty admit the allegations in paragraph 4 of the Complaint,
but deny that venue is proper as to Defendant OAO Lukoil. LAH, LAC, LUI and Getty further
aver that Defendant OAO Lukoil is a company organized under the laws of the Russian
Federation, with its principal place of business at 11, Sretensky Boulevard, Moscow 101000,
Russia. Except as specifically admitted, denied.

5. LAH, LAC, LUI a;nd Getty deny having sufficient knowledge or information to
admit or deny the allegatibns in paragraph 5 of the Complaint,

6. LAH, LAC, LUI and Getty admit that Defendant OAO Lukoil is a company
organized under the laws of the Russian Federation, with its principal place of businéss at 11,
Sretensky Boulevard, Moscow 101000, Russia, and that OAO Lukoil and/or certain of its
subsidiaries are in the business of producing, refining and selling crude oil and gas, petroleum
products and petrochemicals, including lubricants, for the automotive and other industries, and
otherwise deny the allegations in paragraph 6 of the Complaint.

7. LAH, LAC, LUI and Getty deny the allegations in paragraph 7 of the Complaint,

except admit that LAH is an indirect subsidiary of OAO Lukaoil.

-1-
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8. . LAH, LAC, LUI and Getty admit that LAC is a Delaware corporation with its
principal place of business at 1500 Hempstead Turnpike, East Meadow, New York 11554, and
that it is an indirect subsidiary of OAO Lukoil and an affiliate of LAH, but otherwise deny the
allegations in paragraph 8 of the Complaint.

9. LAH, LAC, LUI and Getty admit that LUI is a Delaware corporation with its
principal place of business at 1500 Hempstead Turnpike, East Meadow, New York 11554, and
that it is an indirect subsidiary of OAO Lukoil and an affiliate of LAH, but otherwise deny the
allegations in paragraph 9 of the Complaint.

10.  LAH, LAC, LUI and Getty admit that Getty is a Maryland corporation with its
principal place of business at 1500 Hempstead Tumpike, East Meadow, New York 11554; that it
is an indirect subsidiary of OAO Lukoil and a subsidiary of LAC; and that it is in the business of
selling gasoline and related products in this District and in the United States; but otherwise deny
the allegations in paragraph 10 of the Complaint.

11.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 11 of the Complaint.

12, LAH, LAC, LUI and Getty deny having sufficient knéwledge or information to
admit or deny the allegations in paragraph 12 of the Complaint.

13.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 13 of the Complaint.

14. LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in péragraph 14 of the Complaint.

15.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 15 of the Complaint.

16.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to

admit or deny the allegations in paragraph 16 of the Complaint.
_ .
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17. LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 17 of the Complaint.

18:  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 18 of the Complaint.

19.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 19 of the Complaint.

20. LAH, LAC, LUI and Getty deﬁy having sufficient knowledge or information to
admit or deny the allegations in paragraph 20 of the Complaint.

21.  LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 21 of the Complaint.

22. LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations in paragraph 22 of the Complaint.

23.  LAH, LAC, LUI and Getty deny the allegations in paragraph 23 of the Complaint.

24.  LAH, LAC, LUI and Getty deny the allegations in paragraph 24 of the Complaint.

25.  LAH, LAC, LUI and Getty object to Plaintiff’s definition of “Lukoil” as
collectively including all of Defendants. Subject to the foregoing objection, LAH, LAC, LUI
and Getty admit i:/l/le allegations in the second sentence of paragraph 25 of the Complaint and
admit that Defendant OAO Lukaoil is believed to be the sixth largest oil company in the world as
measured by hydrocarbon production, and otherwise deny the allegations in the third sentence of
paragraph 25 of the Complaint. LAH, LAC, LUI and Getty further aver that OAO Lukoil and/or
certain of its non-U.S. subsidiaries are in the business of producing .and refining crude oil and gas
into petroleum products and petrochemicals, including lubricants for the automotive industry.

Except as specifically admitted, denied.

26. LAH, LAC, LUI and Getty deny the allegations in paragraph 26 of the Complaint.
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27. LAH, LAC, LUI and Getty admit the allegations in the second sentence of
paragraph 27 of the Complaint. LAH, LAC, LUI and Getty admit the allegations in the third and
fourth sentences of paragraph 27 of the Complaint, subject to the correction that the referenced
website is a LAC website. LAH, LAC, LUI and Getty further aver that starting in New York, in
May 2003, gas stations were rebranded to the LUKOIL brand. Except as specifically admitted,
denied.

28. LAH, LAC, LUI and Getty admit the LUKOIL brand gas stations have sold and
continue to sell lubricants for heavy duty and consumer automotive engines and vehicles,
including LUKOIL brand lubricants, but not LUKOIL brand additive products. LAC, LUI and
Getty further aver that LUKOIL brand motor oil and lubricants sold in the U.S. feature an
orange, gold and black color scheme with the mark LUKOIL in red type outlined in white. LAC,
LUI and Getty otherwise deny the allegations in paragraph 28 of the Complaint.

29.  LAH, LAC, LUI and Getty deny the allegations in paragraph 29 of the Complaint.

30. LAﬁ, LAC, LUI and Getty deny the allegations in paragraph 30 of the Complaint.

31.  LAH, LAC, LUI and Getty object to the allegations in paragraph 31 of the
Complaint for the reasons set forth in paragraph 25 above. Subject to this objection, LAH, LAC,
LUI and Getty admit that Defendant OAO Lukoil is the owner of pending U.S. Trademark
Application Nos. 76/388,904, 76/388,903 and 76/388,906 intended for use as alleged in
paragraph 31 of the Complaint, and that Defendant Getty is the owner of the U.S. Trademark
Application No. 78/749,579, and otherwise deny the allegations in paragraph 31 of the
Complaint. |

32. LAH, LAC, LUI and Getty admit that Defendant OAO Lukaoil is the owner of
pending U.S. Trademark Application Nos. 75/475,106, 75/475,100 and 75/475,107 intended for

the uses as set forth therein, and otherwise deny the allegations in paragraph 32 of the Complaint.

4.
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33.  LAH, LAC, LUI and Getty object to Plaintiff’s definition of “Lukoil Marks” as
collectively including all of the marks LUKOIL, LUKOIL and Design, BIG LUKE LUKOIL I
CARS and Design, and LUK and Design. Subject to the foregoing objection, LAH, LAC, LUI
and Getty respond to the allegations in the first sentence of Paragraph 33 of the Complaint as
follows: LAH, LAC, LUI and Getty deny the allegations as they pertain to Defendants LAH,
LAC or LUI; LAH, LAC, LUI and Getty deny having sufficient knowledge or information to
admit or deny the allegations regarding the nature and extent of Defendant OAO Lukoil’s
advertisement of goods and services in connection with some or all of the referenced'marks;
LAH, LAC, LUI and Getty admit that, with the exception of LUK and Design, Defendant Getty
advertises its goods and services as alleged in the first sentence of paragraph 33 of the
Complaint. LAH, LAC, LUI and Getty deny the allegations in the second sentence of paragraph
33 of the Complaint, except aver that Defendant OAO Lukoil and/or certain of its non-U.S.
subsidiaries have sponsored and continue to sponsor motor racing sports/events outside the
United States. Except as specifically admitted, denied.

34.  LAH, LAC, LUI and Getty deny the allegations in paragraph 34 of the Complaint,
except deny having sufficient knowledge or information to admit or deny the allegations as they
pertain to Lucas Oil Products, Inc. |

35.  LAH, LAC, LUI and Getty deny the allegations in paragraph 35 of the Complaint.

36'. LAH, LAC, LUI and Getty deny the allegations in paragraph 36 of the Complaint.

COUNTI
(Federal Trademark Infringement, 15 U.S.C, § 1114)

37.  Inresponse to the statements contained in paragraph 37 of the Complaint, LAH,

LAC, LUI and Getty restate and incorporate by reference their responses in paragraphs 1 through

36 above.




(

Case 1:06-cv-04650-kKMB  Document 29 Filed 04/12/20u7  Page 7 of 26

38.

LAH, LAC, LUI and Getty deny having sufficient knowledge or information to

admit or deny the allegations in paragraph 38 of the Complaint.

39.

40.

41.

42,

43.

LAH, LAC, LUI and Getty deny the allegations in paragraph 39 of the Complafnt.
LAH, LAC, LUI and Getty deny the allegations in paragraph 40 of the Complaint.
LAH, LAC, LUI and Getty deny the allegations in paragraph 41 of the Complaint.

LAH, LAC, LUI and Getty deny the allegations in paragraph 42 of the Complaint.

COUNT II
(Federal Unfair Competition, 15 U.S.C. § 1125(a))

In response to the statements contained in paragraph 43 of the Complaint, LAH,

LAC, LUI and Getty restate and incorporate by reference their responses in paragraphs 1 through

42 above.

44,

45.

46.

47.

LAH, LAC, LUI and Getty deny the allegations in paragraph 44 of the Complaint.

LAH, LAC, LUI and Getty deny the allegations in paragraph 45 of the Complaint.

LAH, LAC, LUI and Getty deny the allegations in paragraph 46 of the Complaint.
COUNT III

(Federal Trademark Dilution, 15 U.S.C. § 1125(c))

In response to the statements contained in paragraph 47 of the Complaint, LAH,

LAC, LUI and Getty restate and incorporate by reference their responses in paragraphs 1 through

46 above.

48.

49.

50.

LAH, LAC, LUI and Getty deny the allegations in paragraph 48 of the Complaint.

LAH, LAC, LUI and Getty deny the allegations in paragraph 49 of the Complaint.

LAH, LAC, LUI and Getty object to the allegations in paragraph 50 of the

Complaint for the reasons set forth in paragraphs 25 and 33 above. Subject to these objections,

LLAH, LAC, LUI and Gétty admit that Getty uses the LUKOIL and LUKOIL and Design marks

-6-
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with respect to gas stations, motor oil and other lubricants in the United States, and otherwise
deny the allegations in paragraph 50 of the Complaint.

51. LAH, LAC, LUI and Getty deny the allegations in paragraph 51 of the Complaint.
52.  LAH, LAC, LUI and Getty deny the allegations in paragraph 52 of the Complaint.
53. LAH, LAC, LUI and Getty deny the allegations in paragraph 53 of the Complaint.
COUNT IV
(State Law Trademark Dilution — N.Y. Gen. Bus. Law § 360-I)
54.  Inresponse to the statements contained in paragraph 54 of the Complaint, LAH,
LAC, LUI and Getty restate and incorporate by reference their responses in paragraphs 1 through
53 above.
55.  LAH, LAC, LUI and Getty deny the allegations in paragraph 55 of the Complaint.
56.  LAH, LAC, LUI and Getty deny the allegations in paragraph 56 of the.Complaint.
COUNT YV

(Common Law Unfair Competition)

57.  Inresponse to the statements contained in paragraph 57 of the Complaint, LAH,
LAC, LUI and Getty restate and incorporate by reference their responses in paragraphs 1 through
56 above.

58.  LAH, LAC, LUI and Getty deny the allegations in paragraph 58 of the Complaint.

59.  LAH, LAC, LUI and Getty deny the allegations in paragraph 59 of the Complaint.

60.  LAH, LAC, LUI and Getty deny all other allegations, including any allegations
contained in the Prayer for Relief, not specifically admitted herein.

FIRST AFFIRMATIVE DEFENSE

61.  The Complaint fails to state a claim, in whole or in part, upon which relief may be

granted.
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SECOND AFFIRMATIVE DEFENSE

62.  Plaintiff’s claims are barred by the doctrines of laches and/or estoppel, waiver,
and/or unclean hands.
THIRD AFFIRMATIVE DEFENSE
63. By their actions and/or inactions, Plaintiff acquiesced in Defendants’ conduct.

FOURTH AFFIRMATIVE DEFENSE

64.  Defendants’ rightful and lawful use of their marks was not intended to, and does
not in fact, confuse likely consumers of Defendants’ or Plaintiff’s goods and/or services.
FIFTH AFFIRMATIVE DEFENSE
65.  The services and/or products provided by Defendants are not directed to or
intended for the same consumers and consumer confusion is, therefore, unlikely.
SIXTH AFFIRMATIVE DEFENSE
66.  Plaintiff’s use of its marks creates a completely different overall impression from
Defendants’ use of their marks, making confusion unlikely.

SEVENTH AFFIRMATIVE DEFENSE

67.  Defendants are nof the cause or proximate cause of any of the harm that Plaintiff
alleges it has suffered. Specifically, Defendants are not the cause or proximate cause of any acts
likely to cause confusion and mistake in the minds of the purchasing public, or of any acts that
tend to, or do, falsely create the impression that Defendants are authorized by, approved by,
sponsored by, or connected with Plaintiff.

EIGHTH AFFIRMATIVE DEFENSE

68.  All damages to which Plaintiff is found to be entitled, of which Defendants assert
there are none, must be decreased by the extent to which Plaintiff’s own acts or omissions, or the

acts or omissions of persons or entities acting for or on behalf of plaintiff, were the cause of such

damage,
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NINTH AFFIRMATIVE DEFENSE

69.  Plaintiff has failed to mitigate its damages or harm.

TENTH AFFIRMATIVE DEFENSE

70.  One or more of Plaintiff’s claims are barred by the applicable statute of

limitations.

ELEVENTH AFFIRMATIVE DEFENSE

71.  Defendants reserve and preserve their right to assert any and all other affirmative
defenses that they become aware of during the course of discovery.
COUNTERCLAIMS
Counterclaimant Getty Petroleum Marketing Inc. (“Getty” or, together with OAQO Lukaoil,
“Lukoil”), as and for its Counterclaims against Counterclaim-defendant Lucas Oil Products, Inc.

(“Lucas”), states as follow:

NATURE OF THE AC.TION
1. Getty incorporates its answer and affirmative defenses to Lucas’s Complaint as if
fully set forth herein.
2. This is an action for trademark infringement and unfair competition under § 43(a)

of the Lanham Act, § 15 U.S.C. 1125(a), the laws of the State of New York, N.Y. Gen. Bus. Law
§ 360-0, and the common law. Counterclaimant Getty also seeks declaratory relief pursuant to
28 U.S.C. §§ 2201 and 2202.

3. Lukoil seeks a declaration that the use of the brand LUKOIL does not infringe
any rights Lucas claims to have in LUCAS, LUCAS OIL and HI-PERFORMANCE LUCAS
OIL PRODUCTS INC. & Design (collectively the “Lucas Marks”). There is no meaningful
evidence of public confusion between LUKOIL and any of the Lucas Marks.

4, If, however, the trier of fact finds confusion between LUKOIL and LUCAS OIL,

then it is Lucas that should be enjoined from using LUCAS OIL. As detailed below, Lucas plans
-9-
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to transition from a regional additives supplier to a national seller of motor oils and gasto
average consumers. To take this “next step,” as Lucas’s founder has described it, Lucas believes
it must now market itself as LUCAS OIL, not simply LUCAS. But Lukoil has superior rights in
LUKOIL than Lucas has in LUCAS OIL, a mark it does not own, has used episodically and
inconsistently in certain promotions and, notably, has not used on any of its products since the
company’s beginning in 1989,

JURISDICTION AND VENUE

5. The claims set forth in this Counterclaim arise under the trademark laws of the
United States and the laws of the State of New York. |

6. This Court has subject matter jurisdiction over these Counterclaims pursuant to 28
U.S.C. §§ 1331, 1332(a), 1338 and 1367.

7. By filing its Complaint, Lucas has submitted to the personal jurisdiction of this
Court and has consented to venue in this district. |

THE PARTIES

8. Getty is a Maryland corporation with its principal place of business at 1500
Hempstead Turnpike, East Meadow, New York 11554. Getty is in the business of selling
gasoline, motor oil and other petroleum products.

9. Lucas is a California corporation with its principal place of business at 302 North
Sheridan Street, Corona, California 92880-2067.

FACTUAL BACKGROUND

LUKOIL AND THE L.UKOIL BRAND

10.  OAO Lukoil, Getty’s parent corporation, is one of the world’s leading vertically
integrated oil and gas companies, employing over 145,000 people in 26 countries. Founded in
1991 and privatized in 1993, it ranks 115 on the Fortune Global 200. Lukoil has invested

billions of dollars building an international petroleum marketing network that today spans 18

-10-
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countries and nearly 6,000 gas stations. Using its vertically integrated network, OAO Lukoil is
able to extract oil, refine it, and sell refined petroleum products on the open market,

11. LUKOIL branded gas stations, some with convenience stores and auto repair
centers, operate in the United States, Russia, Europe and Asia. For years, Lukoil has used
LUKOIL on signage and products. LUKOIL branded gas stations have operated since at least as
early as 1993. LUKOIL branded petroleum products have been sold since at least as early as
1995. About 500 LUKOIL branded gas stations currently operate in the United States, and new
LUKOIL branded stations continue to be opened.

12. The brand name LUKOIL is used in Cyrillic where Cyrillic is read, and in Latin
letters elsewhere.

13.  Lukoil had no knowledge of Lucas at the time of the adoption, use and/or
applications to register the LUKOIL trademarks, service marks, and red and white trade dress in
the United States.

14.  LUKOIL is an acronym of three Russian cities, Langepas, Urai and Kogalym,
combined with the English word “0il.” Use of the company name JIVYKOWIJI in Cyrillic and
LUKOIL in Latin letters in early corporate documents reflected an original intent to conduct
business in countries wheré Cyrillic is not used. For example, Article 1.1 of the April 5, 1993
bylaws of OAO Lukoil declares the company’s name in Latin letters to be “OIL, COMPANY
LUKOIL.”

15. OAO Lukoil and its subsidiaries have spent hundreds of millions of dollars
acquiring and developing an infrastructure and portfolio of gas stations that could be branded
using the LUKOIL brand.

16.  The LUKOIL brand was first promoted and used on gas stations in the United
States in 1997.

7. The LUKOIL brand has been promoted at www.lukoil.com since at least 1998.
-11-
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18.  In November 2000, OAO Lukoil paid $71 million to acquire Getty and a portfolio
of gas stations in the United States. The acquisition of Getty was widely reported in this country
and elsewhere because OAO Lukoil was the first Russian company to acquire a New York Stock
Exchange listed company.

19.  In 2003, Getty began to rebrand gas stations to LUKOIL under license from OAO
Lukoil. ‘That rebranding continues today.

20.  In 2004, Getty acquired, for approximately $266 millibn, 779 gas stations in New
Jersey and Pennsylvania. Hundreds of those stations were also rebranded LUKOIL.

21.  Getty has invested tens of millions of dollars promoting and rebranding gas
stations to LUKOIL.

22.  Getty also sells motor oil and other petroleum products. Since May 2005, Getty,
as exclusive licensee, has sold and promoted motor oil and other lubricants under the brand name
LUKOIL in the United States.

23.  Asaresult of the services and products provided to customers under the LUKOIL
brand in the United States and in over twenty other countries, the LUKOIL brand has become a
well-known and valuable asset.

24.  OAO Lukoil and/or its subsidiaries have spent hundreds of millions of dollars in
advertising, marketing, promoting and branding goods and services in connection with the
LUKOIL brand worldwide. In the United States alone, OAO Lukoil and/or its subsidiaries have
spent tens of millions of dollars in advertising, marketing, promoting and branding goods and
services in connection with the LUKOIL brand.

25.  Asadirect result of the money and of:her resources invested in promoting the
LUKOIL brand domestically and internationally, customers, competitors and the general public
have come to associate the services and products offered and sold under the LUKOIL brand with

a common, consistent and quality source.

-12-
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THE LUKOIL TRADEMARKS

26.  OAO Lukoil owns four LUKOIL-formative marks - LUKOIL and LUKOIL &
DESIGN (filed under different bases for registration') (collectively, the “Lukoil Marks”) — which
are the subject of United States trademark applications.

27. In 1998, years before Lucas filed to register LUCAS OIL, OAO Lukoil filed two
LUKOIL-formative federal trademark applications under § 44(e) of the Trademark Act, which
provides for domestic registration of trademarks first registered in a foreign applicant’s home
country (see Ser. Nos. 75475100 and 75475106). Lukoil’s 1998 applications were based on
co'rresponding Russian trademark registrations for LUKOIL in Latin letters registered in Russia
in 1996.

28.  The Examiner found the federal trademark applications as applied to the claimed
products and services not to be confusingly similar to any then-registered or pending mark in the
United States.

29, In September and November 2002, the United States Patent and Trademark
Office, pursuant to § 12(a) of the Trademark Act of 1946, caused the federal trademark
applications to be published in the Official Gazette. Such publication is designed to permit

. opposition by any person or party who believes they would be damaged by registration of a

particular mark.
30.  The LUKOIL marks were not opposed by Lucas.

31.  Currently, there are approximately 500 LUKOIL branded gas stations in the

United States, many of which sell LUKOIL branded motor oil.

'In 2002, intent to use trademark applications were filed by OAO Lukoil, LUKOIL (Ser. No. 76388904)
and LUKOIL DESIGN (Ser. No. 76388903).

-13-
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32. Lukoil does not presently sell, nor has it in the past sold, LUKOIL branded

additive products in the United States.

LUCAS ADDITIVES AND THE TRADEMARK LUCAS SHIELD

33, Lucas, founded by former truck driver Forrest Lucas, made its name in additives
in the American racing industry through vehicle sponsorships and racing promotions in various
forms of motor sports.

34.  Since its inception, Lucas has cast itself almost exclusively as an additives
company, not a motor oil or gas company. Lucas representatives have repeatedly described
Lucas as an additives company. Indeed, the company website describes Lucas as having
established itself as “a top selling additive line in the American truck stop industry” and reports
that “Lucas is also one of the fastest growing additive lines in the consumer automotive
industry.”

35.  Lucas’s additive products have been known to its customers by its omnipresent
red, white and blue LUCAS shield design (the “Lucas Shield”) registered as a trademark in the
United States (Reg. No. 2904296, issued on November 23, 2004). The Lucas Shield is depicted
on its products, its U.S. headquarters, its website, apparel and elsewhere.

36.  Lucas does not own trademark registrations for LUCAS OIL in the United States.

37.  Lucas does not use LUCAS OIL as a trademark on its product packaging in the
United States.

38.  The “About Lucas” page of the company website refers to “Lucas Oil Products”

and “Lucas.” Nowhere in the “About Lucas” section of the company’s website is Lucas referred

to as “Lucas Oil.”

LUCAS LEARNS OF LUKOIL

39.  According to documents produced by Lucas in this action, a LUKOIL trademark
application was known to Lucas at least as early as March 19, 2003.

-14-
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40.  During 2003, Lucas executives started collecting information about Lukoil,
including newspaper articles, Lukoil website printouts, photographs, corporate information and
details learned from having agents visit LUKOIL branded gas stations.

41.  Lucas did not file to register LUCAS OIL as a trademark in 2003 or 2004.

42,  OnJuly 29, 2005, more than two years after Lucas became aware of Lukaoil,
Lucas’s Canadian trademark counsel wrote to trademark counsel for Lukoil. This was the first
time Lucas ever contacted Lukoil. Lucas demanded that Lukoil “immediately cease and desist
from any and all use of marks . . . consisting of the word LUKOIL or any and all variations
thereof that would be confusingly similar to [Lucas]’s active mark [HI-PERFORMANCE
LUCAS OIL PRODUCTS, INC. & DESIGN] in association with oil products and/or heavy duty
and high performance lubricants.” The letter also demanded that Lukoil “cancel any such
applications and/or registrations” in North America, Europe and Asia.

43.  The July 29, 2005 letter did not assert rights in LUCAS OIL.

44. By letter dated August 19, 2005, Lukoil responded, inquiring whether Lucas was
“claiming rights to any mark, or portion thereof, separate and apart from HI-PERFORMANCE
LUCAS OIL PRODUCTS, INC. & DESIGN,” that is, the Lucas Shield.

45. By September 22, 2005, Lucas’s Canadian trademark counsel responded “[o]ur
client informs us that use of its registered and unregistered marks LUCAS & Design and LUCAS
dates back to July 1989.” In that same letter, Lucas’s counsel noted: “For the record, please be
informed that our client is claiming use of both the unregistered mark LUCAS and the registered
mark HI-PERFORMANCE LUCAS OIL PRODUCTS INC. & DESIGN as a basis for this

herein ‘Cease and Desist’ action.”

46.  Nowhere in the September 22, 2005 letter did Lucas assert rights in LUCAS OIL.

-15-




( (
Case 1:06-cv-04650-KMB  Document 29  Filed 04/12/200/ Page 17 of 26

47.  On September 30, 2005, Lucas finally filed a trademark application for LUCAS
OIL. Lucas filed a § 1(a) “use-based” federal trademark application for LUCAS OIL for
additives and lubricants,

48.  On April 3, 2006, the Examiner rejected the specimen of use submitted by Lucas
because it did not show LUCAS OIL used on the goods or on packaging, stating that it was
“unacceptable as evidence of actual trademark use because there was no indication of an
association with any goods.”

49.  On September 25, 2006, a few months after filing this suit, Lucas filed a § 1(b)
“intent to use” federal trademark application for LUCAS OIL for “vehicle lubrication and oil
change services” in Int’l Class 037.

Lucas’s LEAP TOWARD LUKOIL

50.  Atsome point in 2005 or 2006, Lucas decided to take a “leap up” to a national
audience, as its founder has described it: “We were ready to take the next step in getting our
name all over America and hopefully the world,” Mr. Lucas said.

51.  Lucas’s expansion strategy consisted of investing $122 million to buy stadium
naming rights from the Indianapolis Colts while simultaneously relaunching a campaign to sell
motor oil to consumers (to be distinguished from the “additives” for which it has been known).
Lucas’s expansion may also feature a retail gasoline business, that is, Lukoil’s primary business.

52. Toreach all drivers (as opposed to racing aficionados and truck drivers), Lucas
decided to switch to LUCAS OIL when marketing its products. The “LUCAS”-only name that
had become well-known in certain regions by specialty additive and lubricant consumers would
not sufficiently identify the nature of the company to a wider audience. Upon information and
belief, Lucas representatives believe that, with respect to the stadium, using “Lucas” without the

“Oil” would not identify Lucas as an oil company.
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53.  Thus, Lucas has recently begun to adopt LUCAS OIL to promote its products,
notwithstanding the fact that Lucas does not own trademark registrations for LUCAS OIL, that it
does not use LUCAS OIL as a trademark on its product packaging, and that it rarely marketed
the LUCAS OIL name before learning of Lukoil. Lucas also switched its long-used round oil
bottle to a more contemporary “F-style” oil bottle — the same style oil bottle that Getty has
always used in selling motor oil under the LUKOIL brand in the United States.

54.  To the extent there is confusion in the marketplace as to the products and services
offered by Lucas, on the one hand, and Lukoil, on the other, Lucas is to blame. It is Lucas that
decided it would now focus its marketing efforts on LUCAS OIL, a name it took no steps to
protect. The actions taken by Lucas in connection with its recent use of LUCAS OIL -
transitioning from the use of LUCAS and its trademark red, white and blue Lucas Shield to
LUCAS OIL — is the source of the claimed confusion, if any.

55. Any confusion between LUKOIL and LUCAS OIL would jeopardize and harm 1
Lukoil. Upon information and belief, whether Lucas’s products provide measurable benefits has
been questioned and debated, and Lucas itself cannot provide independently verified test reports
to support the claims/representations it makes concerning the performance and effectiveness of
all its products. Thus, confusion between Lukoil and Lucas would harm Lukoil, as one of the
world’s leading suppliers of petroleum products.

56.  Inaddition, Lukoil is a stable, vertically-integrated company with a valuable
name and quality gasoline and motor oil, while Lucas is known as a specialty additives company
catering to niche markets. Lucas’s $122 million investment in the Colts stadium — its largest 1
overall investment in the company’s history — could prove unwise, threaten the company’s

viability and lead to confusion as to whether Lukoil is prone to making risky investments.
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COUNT1I
(DECLARATION OF NON-INFRINGEMENT 28 U.S.C. §§ 2201 AND 2202)

57.  Counterclaimant Getty repeats and incorporates by reference paragraphs 1
through 56 as if fully restated herein.

58.  The LUKOIL Marks, service marks and trade dress are not likely to be confused
with any of the Lucas Marks on products or services as a primary brand, including the name

LUCAS OIL.

59.  Lucas does not use LUCAS OIL as a trademark on its product packaging in the
United States.

60. At no time before filing this lawsuit in June 2006 did Lucas allege that its right to
use LUCAS OIL was superior to Lukoil’s ownership and rights to use the LUKOIL brand, or
that there was a likelihood of confusion between LUCAS OIL and LUKOIL.

61.  Counterclaimant Getty seeks a declaration that use of the LUKOIL Marks and
trade dress has not, will not and cannot infringe the Lucas Mafks, including the name LUCAS
OIL.

62.  In the alternative, to the extent that Lucas’s use of LUCAS OIL is likely to be
confused with the LUKOIL Marks, Counterclaimant Getty asserts against Lucas the claims in

Counts II, III and IV below.

COUNT 11
(COMMON LAW TRADEMARK INFRINGEMENT, N.Y. GEN BUS. LAW § 360-0)

63.  Counterclaimant Getty repeats and incorporates by reference paragraphs 1
through 62 as if fully restated herein.

64. By reason of Getty’s continuous use and promotion of the LUKOIL Marks, as
well as the distinctiveness of those marks and trade dress, consumers associate and recognize the

LUKOIL Marks and distinctive red and white trade dress as representing a single, even. if
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anonymous, source or sponsor of goods and services, and therefore the LUKOIL Marks are
protectable trademarks at common law.

65.  The LUKOIL Marks and trade dress are distinctive, non-functional, and possess
secondary meaning with the trade and consuming public and are distinctive in the minds of
purchasers in that the LUKOIL Marks and trade dress are associated with Lukoil.

66.  Getty, as exclusive licensee of the LUKOIL Marks and trade dress in the United
States, has and enjoys rights in LUKOIL superior to any rights that Lucas may claim with
respective to LUCAS OIL.

67. A likelihood of confusion exists that the trade and consuming public will be
confused into the mistaken belief that Lukoil is the source of, or has sponsored or approved
Lucas’s products or services offered under the LUCAS OIL name.

68.  Lucas’s use of LUCAS OIL is likely to cause cénfusion and may have caused
confusion as to the source, sponsorship, or approval of Lucas’s products and services it intends
to offer in that purchasers and others will be likely to associate such products or services
(mistakenly) as originating with Lukoil, or as being sold with the sponsorship of Lukoil, all to
the detriment of Getty.

69. By reason of Lucas’s actions alleged herein, Getty, as exclusive licensee of the
LUKOIL Marks, has suf’fered and will continue to suffer, irreparable injury to its rights and will
suffer substantial loss of goodwill and value in the LUKOIL Marks and trade dress unless and
until Lucas is enjoined from continuing its wrongful acts.

70. By reason of Lucas’s actions alleged herein, as exclusive licensee of the LUKOIL
Marks and trade dress in the United States, Getty has been damaged in an amount not presently
ascertained, and such damage will continue and increase unlesé and until Lucas is enjoined from

continuing its wrongful acts.

-19-




i

{ (-
Case 1:06-cv-04650-kMB  Document 29 Filed 04/12/200s  Page 21 of 26

71. Upon information and belief, Lucas’s conduct in this case is willful, wanton,
malicious, oppressive, and in conscious disregard of Getty’s rights in the LUKOIL Marks and
trade dress, justifying the imposition of punitive and exemplary damages under New York law.

COUNT II
(FEDERAL UNFAIR COMPETITION, 15 U.S.C. § 1125(A))

72.  Counterclaimant Getty repeats and incorporates by reference paragraphs 1
through 71 as if fully restated herein.
73. Lucas has begun using LUCAS OIL to promote and advertise goods and services
identical or related to the goods and services already offered by Getty under the LUKOIL brand.
74.  Lucas’s promotion and advertisement of its goods and its intention to offer
services in connection with LUCAS OIL are or will be confusingly similar to the LUKOIL
Marks already in use on goods and services and constitutes a violation of § 43(a) of the Lanham
Act, 15 U.S.C. § 1125(a), in that Lucas is using or intends to use in commerce a word, term,
name, symbol or device, or any combination thereof, in connection with goods and services
which is likely to cause confusion, mistake or deception as to affiliation, connection, association
or source of Lucas’s and Lukoil’s respective goods and services, and as to Lucas’s affiliation,
connection, or association with Lukoil.

75.  Lucas has irreparably injured and will likely continue to injure Getty, as exclusive
licensee of the LUKOIL Marks and trade dress in the United States, by diminishing the goodwill
in the LUKOIL Mafks and trade dress, for which Getty has no adequate remedy at law.

COUNT IV
(COMMON LAW UNFAIR COMPETITION, N.Y. GEN BUS. LAW § 360-0)

76.  Counterclaimant Getty repeats and incorporate by reference paragraphs 1 through
75 as if fully restated herein.

77.  Lucas’s aforesaid actions in using LUCAS OIL constitutes unfair competition
under New York law.
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78. | Upon information and belief, unless enjoined, Lucas will continue the aforesaid
conduct which is unfair and which has caused, and will continue to cause, irreparable harm and
injury to Getty, in deliberate violation of the rights of Getty, for which Getty has no adequate
remedy at law.

79.  Lucas learned of Lukoil years ago and simply watched as Getty invested millions
upon millions of dollars rebranding gas stations to LUKOIL.

80. Lukoil, on the other hand, was unaware of Lucas’s surveillance or that it would
years later claim that Lukoil should be enjoined from using the LUKOIL brand name.

81.  Accordingly, in the event that Lucas’s acquiescence does not prevent it from
obtaining the injunction it seeks, Lukoil requests that Lucas be made to pay for all costs and
expenses of all types incurred in connection with Getty rebranding its hundreds of gas stations as

well as rebranding all of its products.

PRAYER FOR RELIEF

WHEREFORE, having fully answered, Defendants and Counterclaimant Getty pray that:
A.  This Court issue a declaration that use of the LUKOIL Marks and trade dress has
not, will not and cannot infringe Lucas’s alleged rights in and to any of the Lucas Marks, namely
LUCAS, LUCAS OIL and HI-PERFORMANCE LUCAS OIL PRODUCTS INC. & Design.
B. To the extent there is a finding of a likelihood of confusion between the use of the
LUKOIL Marks and the Lucas Marks,
(1) - that this Court enter a judgment in favor of Getty and against Lucas for
trademark infringement and unfair competition under the Lanham Act, 15 U.S.C. § 1125(a),
under New York General Business Law and under common law;
2) that Lucas, its officers, directors, agents, servants, employees, successors,
assigns, parents, subsidiaries, affiliates and related cqmpanies, attorneys and all those controlled

by, or in active concert or participation with Lucas, be preliminarily and permanently enjoined
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and restrained from (i) using LUCAS OIL in the United States, including, but not limited to, its
planned use of LUCAS OIL in connection with the Indianapolis Colts stadium, or (ii) doing any
other act likely to confuse, mislead or deceive others into believing that Lucas or its products and
services are affiliated with, connected with, sponsored by, or approved by Getty;

(3) that this Court issue an Order canceling any federal trademark registration

that Lucas has or can obtain for LUCAS OIL;

(4)  that Lucas be required to account for and pay such damages as Getty has
sustained in consequence of Lucas’s infringement and unfair competition, including, but not
limited to, all gains, profits and advantages derived by Lucas from such acts, actual damages,

Lucas’s profits, and such other damages as determined by this Court;

(5) that this Court award Getty punitive damages under the laws of the State

of New York.

C. Lucas’s Complaint be dismissed with prejudice.

D. This Court enter an Order and judgment denying in full the relief sought by

Plaintiff in the Complaint.
E. In the event that Lucas’s acquiescence and other conduct does not prevent it from
obtaining the injunction or other relief it seeks, Defendants requests that Lucas be made to pay

for all costs and expenses of all types incurred in connection with Getty rebranding its hundreds

of gas stations as well as rebranding all of its products.

F. Defendants and Counterclaimant Getty recover their costs and expenses incurred

herein; and

G. The Court grant Defendants and Counterclaimant Getty such other and further

relief as it may deem just and proper.
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: JURY DEMAND

Defendants and Counterclaimant Getty demand a trial by jury on all matters and issues

triable by jury.

Dated: New York, New York
April 12,2007

JONES DAY

By: __/s/ Peter D. Vogl
Peter D. Vogl (PV 3385)
Lee A: Armstrong (LA 5338)
222 East 41 Street
New York, New York 10017
(212) 326-3939

AKIN GUMP STRAUSS HAYER &
FELD LLP

Elaine M. Laflamme (EL 7200)
Robert A. Johnson (RJ 6553)
590 Madison Avenue

New York, New York 10022

Attorneys for Lukoil Americas Holding Ltd.,,

Lukoil Americas Corporation, Lukoil USA, Inc.
and Getty Petroleum Marketing Inc.
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AFFIRMATION OF SERVICE

I hereby affirm that on April 12, 2007, I caused to be served a true and correct copy of
the foregoing AMENDED ANSWER AND AFFIRMATIVE DEFENSES OF DEFENDANTS LUKOIL
AMERICAS HOLDING LTD., LUKOIL AMERICAS CORPORATION, LUKOIL USA, INC. AND GETTY
PETROLEUM MARKETING INC. AND COUNTERCLAIMS OF GETTY PETROLEUM MARKETING INC. was
served by email and first-class U.S. mail upon the following counsel of record for Plaintiff Lucas
Oil Products, Inc.:

Jaffe & Asher, LLP
Ira N. Glauber, Esq.
600 Third Avenue
New York, NY 10016
(212) 687-3000

(212) 687-9639 (fax)

Ice Miller, LLP

Anthony Nimmo, Esq.

Brian J. Lum, Esq.

200 West Madison Street, Suite 3500
Chicago, IL 60606-3417

(312) 726-1567

(312) 726-7102 (fax)

Ice Miller, LLP

Michael A, Wukmer, Esq.
Elizabeth T.L. Raymond

One American Square, Suite 3100
Indianapolis, IN 46282-0600
(317) 236-2100

(317) 236-2219 (fax)

/s/ Stephen F. Kampmeier
STEPHEN F. KAMPMEIER (SK 4312)
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